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DETAILED ACTION 

Status of the Application 

1. Claims 1-20 are pending in this application. 

2. Claims 17-20 are withdrawn from consideration due to non-elected restriction 
requirement. 

Election/Restrictions 

3. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-16, drawn to a method for presenting a digital paper bill, 
classified in class 705, subclass 34. 

II. Claims 1 7-20, drawn to a method for electronic payment of a bill, classified 
in class 705, subclass 40. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct if they do not overlap in 
scope and are not obvious variants, and if it is shown that at least one subcombination 
is separately usable. In the instant case, subcombination I has separate utility such as 
bill preparation. Subcombination II has separate utility such as bill payment. See 
MPEP § 806.05(d). 
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The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
1 .104. See MPEP § 821 .04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with George MacDonald on February 5, 2008, a 
provisional election was made without traverse to prosecute Invention I, claims 1-16. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 17-20 are withdrawn from further consideration by the examiner, 37 CFR 
1 .142(b), as being drawn to a non-elected invention. 



Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 14-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 14 recites the limitation "receiving data relating to a bill from each of a 
plurality of merchants, each bill including bill data and bill summary data". The limitation 
as phrased is viewed to be vague and indefinite because it is unclear if data is received 
from a plurality of merchants on one bill or if a each merchant has a separate bill with 
it's own data. Also, there is lack of antecedent basis for the phrase "each bill" as recited 
in the claim. It is unclear as to the applicant is referring to. 

7. Claim 15 recites the limitations "the payment request includes an indication that 
the consumer used the digital pen to check an Anoto pattern box indicating a request to 
pay all bills". The phrase "all" encompasses an open-ended limitation that would 
overlap subject matter outside the scope of the invention and is therefore viewed as 
indefinite. 
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8. Claim 16 recites the limitation "the payment request includes an indication that 
the consumer used the digital pen to check an Anoto pattern box indicating a request to 
pay one bills". It is unclear what the applicant is referring to in the phrase "one bills". 
The term "one" implies a singular bill but applicant discloses "bills" in the limitation. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-5 and 8-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Wiebe (WO 02/39378 A1 ). 

1 1 . Regarding claims 1 and 14 , Wiebe discloses a method for presenting a digital 
paper consolidated bill comprising: receiving data relating to a bill from each of a 
plurality of merchants, each bill including bill data and bill summary data (Page 23 lines 
26-35); associating a digital paper pattern with a consolidated bill, wherein the 
consolidated bill includes bill summary data for each bill (Figure 4, page 23 lines 26-35); 
providing a digital paper bill representation of the consolidated bill to a consumer (Page 
23 line 36 - Page 24 line 4). 
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12. Regarding claim 2 , Wiebe discloses a method further comprising: receiving a 
payment request from the consumer, wherein the consumer uses a digital pen to 
process the payment request (Page 23 lines 26-35); authenticating the payment request 
(Page 13 line 36 - Page 14 line 4); and processing a bank payment request from a 
bank in order to process the payment request (Page 24 lines 5-31). 

1 3. Regarding claim 3 , Wiebe discloses a method further comprising: obtaining a 
consumer payment preferences record used for processing the bank payment request 
(Page 24 lines 26-31). 

14. Regarding claim 4 , Wiebe discloses a method further comprising: requesting a 
funds availability determination from the bank relating to the payment request (Page 24 
line 32- Page 25 line 2). 

1 5. Regarding claim 5 , Wiebe discloses a method further comprising: receiving a 
payment processed notice from the bank relating to the payment request (Page 24 lines 
12-31, receiving back a network address of the bank's computer reads on a payment 
processed notice). 

16. Regarding claim 8 , Wiebe discloses a method wherein, the consumer uses a 
cellular telephone to process the payment request (Page 21 lines 28-33). 

17. Regarding claim 9 , Wiebe discloses a method wherein, the payment request 
includes an indication that the consumer used the digital pen to check an Anoto pattern 
box (Abstract, Page 6 line 22 - Page 7 line 2). 

18. Regarding claim 10 , Wiebe discloses a method wherein, the digital paper 
comprises a unique Anoto pattern (Page 23 line 36 - Page 24 line 4). 
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19. Regarding claim 1 1 , Wiebe discloses a method wherein, the digital paper 
comprises a generic Anoto pattern and a payment check box including a unique Anoto 
pattern (Page 23 line 36 - Page 24 line 19). 

20. Regarding claim 12 , Wiebe discloses a method wherein, the payment request 
includes an indication that the consumer used the digital pen to write a payment amount 
in an Anoto pattern box (Page 20 lines 5-15, Page 24 lines 12-19). 

21 . Regarding claim 13 , Wiebe discloses a method wherein, the payment request 
includes an indication that the consumer used the digital pen to check a payment 
dispute Anoto pattern box (Page 24 lines 5-11, invoice in question reads on payment 
dispute). 

22. Regarding claims 15-16 , as best understood, Wiebe discloses a method wherein 
the payment request includes an indication that the consumer used the digital pen to 
check an Anoto pattern box indicating a request to pay bills (Page 24 lines 12-19). 

Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



24. Claims 6-7 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Wiebe (WO 02/39378 A1 ) in view of official notice. 
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25. Regarding Claim 6 , Wiebe fails to explicitly disclose a method further comprising 
sending a payment processed receipt to the consumer related to the payment 
processed notice. 

26. However, Examiner takes official notice that sending a payment processed 
receipt to the consumer related to the payment processed notice is old and well known 
in the art at the time the invention was made. 

27. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a method comprising sending a payment 
processed receipt to the consumer related to the payment processed notice, for the 
advantage of providing a consumer with payment verification. 

28. Regarding Claim 7 , Wiebe fails to explicitly disclose a method wherein, the data 
relating to a bill includes XML formatted data. 

29. However, Examiner takes official notice that XML formatted data is old and well 
known in the art at the time the invention was made. 

30. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a method wherein, the data relating to a bill 
includes XML formatted data, for the advantage of providing consumers with a common 
and standardized data format. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Faris Almatrahi whose telephone number is (571) 270- 
3326. The examiner can normally be reached on Monday to Friday 9:00 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ryan Zeender can be reached on (571) 272-6790. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IF. Ryan Zeender/ Faris Almatrahi 

Supervisory Patent Examiner, Art Unit 3627 Examiner 

Art Unit 3627 
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